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In the Court of Appeals of the District of Columbia. 


No. 2664. 

Thomas Ewing, <fcc., Appellant, 

vs. 

Standard Oil Company of New York, &c. 


a Supreme Court of the District of Columbia. 

In Equity. No. 31896. 

Standard Oil Company of New York, Plaintiff, 

vs. 

Thomas Ewing, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the District of Co¬ 
lumbia, at the City of Washington, in said District at the times here¬ 
inafter mentioned, the following papers were filed and proceedings 
had, in the above-entitled cause, to wit: 


1 Bill of Complaint. 

Filed June 12, 1913. 

In the Supreme Court of the District of Columbia. In Equity. 

Equity. No. 31896. 

Standard Oil Company of New York 

vs. 

Edward B. Moore, Commissioner of Patents. 

To the Honorable the Judges of the Supreme Court of the District of 
Columbia, Sitting as a Court of Equity: 

Standard Oil Company of New York, a corporation organized and 
existing under the laws of the State of New York, having its prin¬ 
cipal office and place of business in the Borough of Manhattan, in 
the City of New York, in said State, a citizen of said State of New 
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THOMAS EWING, ETC., VS. 

York and a resident and inhabitant of the Southern District of New 
York brings this its bill of complaint against Edward B. Moore, 
Commissioner of Patents, residing at Washington, in the District of 

Columbia. 

'EW .nd Tn*™* 1»» -( 

th 2 U In it S prmTio the year 1872, Sone & Fleming Manufacturing 
n Qnv i irmtpd adopted applied and used in advance of all 
others' a certain trade-mark ’ for illuminating oil consisting of the 
worl” ‘ White Rose ’. Said Sone & Fleming Manufacturing Com- 
Inv Limited continuously, notoriously and exclusively used said 
trade'-mark hi connection with the marketing of illuminating oils m 

the business owned by it in commerce both within the United States 
the bua ( ^° with fore f gn nation8 until your orator acquired said busi- 

' 2 3. OnTr’abomthe n 22ndday f M April, 1879, said Sone & Fleming 
regi-t ration^ of" SXSinark^Whlle Ro^TnThVunked Stat* 

Comoanv Limited on October 14th, 1879, No 7728, under the state 
ute of the United States subsequently declared unconstitutional by 

tV»p Knnreme Court of the Lnited btates. , . , 

4 After the enactment of a constitutional statute for the registrar 

tion Jf trademarks and on or about August 29th, 1881, said Sone & 
Fleming Manufacturing Company, Limited, being the owner of said 
a “White Ro^e” made due application lor the registration 

oTtid trad^mark in Ifai Patent Office of the United. States and 
complied with each and all the requirements Mid rcgukUonsmsuch 
cases*made and provided, and thereafter on September 2/th, 1881, 
thTsaid trade-mark was duly and lawfully registered under the law 
of the United States then in force, and a certain certificate of regis¬ 
tration of said trade-mark, No. 86/4, dated September 27th, 188 , 
was duly and lawfully issued and delivered to said Sone & Fleming 

MMutartunngCouipany, Lmit^.^^ ^ orator acquired 

and became the owner of the business, good-will, plant, works and 
assets theretofore belonging to said Sone & Fleming Manufacturing 
Company Limited, and all the rights and properties of said Sone & 
Fleming Manufacturing Company, Limited, including i^td trade- 
mark “White Rose” and said certificate of registration No. 8674 o 
September 27th, 1881, and all rights evidenced or secured 
3 thereby and your orator since its acquisition thereof has con- 
tinued* and still continues said business and the use of said 

trade-mark-orator and itg predecessor in business have continu¬ 
ously and notoriously used said trade-mark in connection with lllu 
minating oil in commerce among the several States and with foreig? 
nations Ince its adoption by your orator’s said predecessor in W 
n" or about the year 1872 and have created a large demand for 
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the oil identified by said trade-mark in this and many foreign 
countries, which demand is of great value and importance to your 

°™. The demand for the oil of your orator in msmy foreign countries 
is a demand for oil identified by said trade-mark V. hite Rose a 
the protection of your orator’s business and good-will in such coun¬ 
tries depends largely upon preventing others from selling oil under 
the designation “White Rose” in such countries, Under the laws of 
many such countries others can be prevented from using said trade¬ 
mark “White Rose” upon oil which is not the genuine oil of your 
orator onlv bv virtue of the registrations of said trade-mark white 
Rose” bv your orator in such countries and these registrations (under 
the laws' of such countries') are valid and enfort-eable only so^ long_as 
the registration of said trade-mark in the United States is in full fo 

^S^Under the provisions of the Statutes and Laws of the United 
States, said certificate of registration No. 8674 of September 27t 
1881. remained in force for a period of thirty years from said 27th 
dav of September. 1881. and was then renewable. 

9 On or about April 22nd, 1910, your orator, being the owner 
' of said trade mark “White Rose”, registered as aforesaid, 
made due application to re-register the same in the Unit^ 
States Patent Office by complying with each and all of the re¬ 
quirements of the statutes and rules and by paving into the 
Treasure of the United States the sum of Ten Dollars In con¬ 
nection with the proceedings in the matter of said application o 

nofw the r**t Oflta of ttotat0£ 

vour orator was the owner of said trade-mark White R - , .8* 

tered hv said Sone & Fleming Manufacturing Company, Limited, 
No 8674, of September 27th. 1881, and filed due and suf^ientproof 
thereof in the Patent Office, and informed the Patent-Office m.u 
stance and effect that said trade-mark had not been abandoned b 
fas "till in use and that its continuance on the Rcgis e of trade- 
marks was requested bv the owner, the sum of Ten Dollars, Deing 
the amount of the renewal fees required by the ^ 

naid to the Patent Office as required by law, your orator s request 
renewal taking this form because of the facts hereinafter recited. 

10 Your orator has long been the owner of another trade-mark 

for oils consisting of the word “Sylvan”, o 7f 0 uTorator 

5th. 1881. No. 8432, by a predecessor in business of > ou r oral . 

Within «ix months of the expiration of said registration of said 
mark “Sylvan”! your orator filed in the Patent Office a formal re¬ 
quest for the renewal of said registration, accompanie y 
Ten Dollars, which request and payment in all togs complied m 
fnrm and substance with the requirements of Section 12 of the Ac 

S'S.nST.f“X,.ry 2 »th. lV fi?3n S5 

x66ed The Patent Office, bv actions dated March 31st, lull, ana 
April 15th. 1911, erroneously refused to renew the said regis- 
5 iration, and on or about May 5th 1911, youroraorwasnoU- 
fied that the defendant herein, the OommwaonCT of Piiten 
ruled that a renewal of a registration should not be granted upon 
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ssssksk," «“ s *? r 

itestf ^is&msksk 

prior to *e exp.rat.on o thejpenod^ by 

granted but bv virtue of th f i(1 n ^ ice that it was designed 
orator April 22nd. l.'iu, ana me . .. of vour orator’s said 

to secure < “'VVhite'Ro^e” and the proof that your orator was the 
trade-mark VV hite tto- e an t t j, e payment of the 

owner of said prior re S‘ rt T? ,l °p > . . otfiee was , n effect requested by 

?our e orator to renew’said'regis.rarion of ^ d "k 

sssff ~ St ssisr wsfa 

Sttn SSmSi SSft »« «” a ** •* 

lb® re ound*that it could not'be* 'con tinned In the Register as matter 
the pound that U ~u eor „ ide , ation 0 f other registrations made 

6 subsequent to the first registration of your orator s said trade- 

markby vour orator’s said predecessor in business. 

!2 Thereupon vour orator duly perfected its appeal to the Com- 

. . 1 f T-I’ .fills in accordance with the Statute and Rules, and, 

missioner of Patents in accoro • of Patents affirmed the 

^« renew the regtf 

,? r»“ orwhlh'S';iT«j .«* 

stated in the deci. o h which rests upon another decis- 

yyjBttli. stated „n appeal W> the Ce„ B 
of Appeals of \he district of Columhia. and said Court dismissed the 
w.wlll nf vour orator on the ground that the present application 

® Si ESS 2 s 

s s 

C °H The Patent Office has thus established and applied in this <*se 
_ _ lle that a dulv registered trade-mark cannot be continued on the 
trade-mark Register by renewal as a matter of right, hutan app na¬ 
tion or request for renewal is open to all objections which may be 
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interposed to an application to register an unregistered mark, in¬ 
cluding objections based on registrations made after the original 
registration and before the request for renewal, and is subject 
7 to all delays incident to an application to register an unregis¬ 
tered mark, including examination, advertisement, interfer¬ 
ence and opposition proceedings and other delays, which necessarily 
consume a period of more than six months between the filing of the 
application and the registration in most, if not all, cases, with the re¬ 
sult that it is impossible (by reason of said erroneous rule) to keep 
a trade-mark continuously on the trade-mark Register. 

15. The right to continue trade-marks upon the trade-mark Regis¬ 
ter given bv the trade-mark Statutes of the L nited States is of great 
importance to your orator and others engaged in shipping their prod¬ 
ucts to foreign countries where laws are in force which give protec¬ 
tion to indicia of origin only when registered therein and make such 
registrations depend upon the continuing in effect of the registration 

in the country of origin. . ... * 

16. Your orator respectfully conceives that, in recognition of the 
facts aforesaid and for similar reasons, the Statutes of the United 
States provide, intsubstance, that upon the owner of a registered 
trade-mark giving satisfactory evidence that the mark has not been 
abandoned by a request for renewal and the payment of Ten Uollars 
his registration shall be continued as a matter of right without being 
subject to the objections which may be interposed to an application to 
register a mark not theretofore on the trade-mark Register and the 
delays incidental thereto. And your orator respectfully avers that 
this provision of the law and your orator’s just rights m the prem¬ 
ises have been in effect nullified by the action of the Patent Office 

17 Under the decision of the Court of Appeals of the District of 
Columbia herein, the erroneously ruling of the Patent Office 
8 and the denial of your orator’s rights in the premises can be 
corrected only in this Honorable Court, where alone your 
orator can obtain relief. Having exhausted all remedies by appeal 
in and from the Patent Office in attempting to procure the continu¬ 
ance on the trade-mark Register of its trade-mark “White Rose and 
a certificate of re-registration or renewal haying been refused by the 
Commissioner of Patents and the Court of Appeals of the District of 
Columbia, vour orator avers that it has, by virtue of the Statutes, a 
remedv by‘bill in equity to compel the granting of said renewal or 
re-registration of your orator’s said trade-mark W hite Rose . 

Your orator therefore prays: 

(1) That process of subpoena issue herein directed to the said the 
Honorable Commissioner of Patents, Edward B. Moore, directing 
him to appear and answer the allegations herein contained, but not 
under oath, answer under oath being hereby expressly waived. 

( 2 ) That this Honorable Court adjudge that according to law and 
under and pursuant to the Statutes of the United States, your orator 
is entitled to have its said trade-mark “White Rose’’continued on the 
trade-mark Register of the United States Patent Office as a registered 

trade-mark. ' 
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/q\ That this Honorable Court authorize and direct the Com- 
miLioner of Patents to renew the registration of or to re-register your 
“s sa?d trade-mark “White Rose” and to i*uetoyouro^a 
proper certificate evidencing the continuance of jour rators ad 
trademark on the trade-mark Register of the l mted btates 

Office as a registered trade-mark. further relief as 

(4) That your orator may have such other and furth 

may be just. ALFRED M. HOUGHTON, 

Solicitor for Complainant, 918 F Street, Washington, D. C. 


ARCHIBALD COX, 

WM. WALLACE WHITE, 

Of Counsel for Complainant. 


Commissioner’s Decision. 

In the United States Patent Office. 

Ex Parte Standard Oil Co. of New York. 
Application for Registration of Trade-Mark. 

Merits. 


Trade-Mark for Refined Petroleum for Illuminating, Heating, and 

Power Purposes. 

Application filed April 23, 1910, No. 49,265. 

Mr. William W. White for applicants. 

Thi« is an appeal from a decision of the Examiner of trade-marks* 
refusing to register the words “White Rose” as a trade-mark for re- 

^"tIi o'nmrlTwas refused on the ground that the labels show that the 
mark is deceptively used since they bear the words Sone & kerning 
Works” unaccompanied by the name of the present applicant. 
Registration has also been refused in new of the following registra¬ 
tions: the mark registered to B. A. Rose, September 6, 1881, o. 

8.633 and the marks registered to the ^ ationa ’^£^ 

April 14. 1891, March 5, 1907, .Tune 18, 1907, Nos. 19,324, 61,055 

an For 3 the 7 rea^^fulI 1 v pointed out in a decision this day rendered 
in ^pplicanPs^opending 1 application No. 50 324 it is held that no 
such deceptive use of the mark has been established as would justify 

refusing registration on that ground. .. ., , 

gifted in a decision this dav rendered in applicant s copend¬ 
ing application No. 56.601, where a party seeks to renew a registra¬ 
tion prefected under the act of 1881 or to register a mark under the 
present act which had been registered by him or his predecessors in 
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business under the act of 1881, all reasonable doubt as to the 
10 registrability over interfering registration should be waived. 

In the present case there can be no doubt that the goods 
stated in this application are of the same descriptive properties as 
those of the registrations relied upon by the examiner and that the 
mark sought to be registered is, under the rulings of the Court of 
Appeals of the District of Columbia, deceptively similar to the reg¬ 
istered marks. 

The decision of the examiner of trade-marks is reversed in so far 
. as the refusal to register the mark is based on deceptive use, but is 
otherwise affirmed. 

E. B. MOORE, 

Commissioner. 

March 14, 1912. 


Commissioner's Decision in Sylvan Application. 

In the United States Patent Office. 

Ex Parte Standard Oil Co. of New York. 

Application for Registration of Trade-Mark. 

Merits. 

Trade-Mark for Illuminating Oils. 

Application filed May 26, 1911, No. 56,601. 

Mr. William Wallace White for applicant. 

This is an appeal from the decision of the Examiner of trade¬ 
marks refusing to renew the registration of a trade-mark for refined 
petroleum consisting of the word “Sylvan” and the representation of 
an arrow head. 

Registration was refused in view of the mark of the Sylvan Mfg. 
Co., registered May 3, 1904, certificate No. 42,553 and also on the 
ground that the mark is deceptively used. 

11 This application purports to be an application for a re¬ 

newal of registration No. 8432 registered to the Empire Re¬ 
fining Company, of which applicant is the successor in business, 
June 14, 1881, and it is contended on behalf of the applicant that 
under Section 12 of the trade-mark act of February 20, 1905, it is 
entitled to have the registration renewed without examination. 

This contention is believed to be not well taken. In the first 
place, it is at least open to question whether the conditions specified 
in Section 12 on which a registration granted under the act of 1881 
is renewable are not those on which registrations are issued under the 
act of 1905 rather than those on which registration under the later 
act are renewable. The obvious purpose of Section 12 of the trade- 
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mark act was to extend to Tthatact^*!Section 5 of 

same right of renewal winch h y h of registra tion should 

the act of 1 ^ S1 ’ X"..,.. g vears from its date except in cases of 
remain in force loi - - -i i xu_f m ic v> registration might be 
marks registered abroad, P^^^^riSTrhe words “on 
renewed on the same terms a n : nB nnless they referred to the 

the same terms' would hate n. f® en granted, in other words, 

terms upon whichi the reg^ ^ of a registration was examinable as 

unless the application fo .. f - \ va a been. This being true 

the original application or regi-‘ present act did not in- 

tEe act of 1881 were r. 

newable without any examination. when these registry 

Furthennore. the same ^tion p igg ^ have l n re¬ 
turns, pel tectea unue effect as certificates 

12 newed, theyshall havedhe 

issued under toe present ^ r Jf u in the cur i 0 us situation 

ing contended lor b\ d PP llc< npr fe<-ted under the act of 1881, on 
that where registrations had > 1 h present act, the certificates 

■»-gi'S force cod ,««* 

of regMrouooe co. d 1, e 1 , h n , >ct wht „ rostra,ion 

5 ™id no, bg. ■ 

r 3 fff.f.r is rSTo, ^“Ssigni. ■ ended 

»nd,r ,h. - of 

request ahhoug , . reentrant was not the first to adopt and use 
ord in this oftce that the regn.tran^ t ^ ^ f Section 12, 

1 w^lk Jaloneor in connection with the rest, of the act, requires 

While,»gCr."h“». party 81a«. 
tion as original apphcations,it t>e ed der the act of 

application for renewal ^ ^ of 1905) a 

1881, or seeks to . j ; predecessors in business under 

» SSSifeaS; 

in his favor whether suA^doubts^re a t ^ q ^ t f® 1 J ) a f n t h y e bring 
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of the applicant. There is sufficient doubt as to the goods of the 
registrant and the applicant being of the same descriptive properties 
to justify waiving this registration as a reference. 

For the reasons fully pointed out in a decision this day rendered 
in a copending application of this applicant, No. 50,324, it is held 
that the use of the words “Empire Refining Company” on the labels 
unaccompanied by the name of the present applicant which the rec¬ 
ords of the office" show is the successor in business to the Empire 
Refining Company, is not such deceptive use as would bar applicants 

right to registration. , 

The decision of the examiner of trade-marks is reversed. 

1 ne ueuau E g MO qr E ^ 

Commissioner. 

March 14, 1912. 

14 Opinion of the Court of Appeals. 

In the Court of Appeals of the District of Columbia. 

Patent Appeal, No. 806. 

In the Matter of the Application of Standard Oil Company of New 

York. 

This is an appeal from the Commissioner of Patents declining to 
renew "the registration of appellant’s trade-mark for refined petrol¬ 
eum, consisting of the words “White Rose”, originally registered Sep- 

tember 27, 1881. 10 

The right of renewal of registration is claimed under section 12 ol 

the Trade-Mark Act of 1905, which provides: “That a certificate of 
registration shall remain in force for twenty years, except that in the 
case of trade-marks previously registered in a foreign country such 
certificates shall cease to be in force on the day on which the trade¬ 
mark ceases to he protected in such foreign country, and shall in no 
case remain in force more than twenty years, unless renewed. Cer¬ 
tificates of registration mav be from time to time renewed for like 
periods on pavment of the renewal fees required by this act, upon 
rwuest of the registrant, his legal representatives, or transferees of 
record in the Patent Office, and such request may be made at any¬ 
time not more than six months prior to the expiration of the period 
for which the certificates of registration were issued or renewed. 
Certificates of registration in force at the date at which this act takes 
effect shall remain in force for the period for which they were issued, 
but shall be renewed on the same conditions and for the same periods 
as certificates issued under the provisions of this act, and when so 
renewed shall have the same force and effect as certificates 

15 issued under this act.” . A . ... ,. 

It is insisted by counsel for appellant that though his appli¬ 
cation is in form of an application for original registration, it should 
be treated as a request for renewal; in other words, that an applicant 

2—2664a 
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for a renewal is only required to present a request to the ’Commis¬ 
sioner of Patents, accompanied by a fee of ten dollars The Com¬ 
missioner held that an application for renewal is subject to all the ob¬ 
jections which may be interposed to an original application An in¬ 
terpretation of this provision of the Trade-Mark Act is sought by this 

&I> At the outset we are confronted with a question of jurisdiction, 
which, we think, disposes of this case. Section 9 of the Trade-Mark 
Act of 1905 provides, among other things, ' that if an applicant fo 
registration of a trade-mark, or a party to an interference as to a 
trade-mark, or a party who has filed opposition to the registration of 
a trade-mark, or a party to an application for the cancellation of the 
registration of a trade-mark is dissatisfied with the decision of t 
Commissioner of Patents, he may appeal to the Court of Appeals of 

the District of Columbia. ~ 

The right of appeal here granted is statutory, and must be conhnea 

to the express terms of the statute. It will be observed that this is 
not an appeal by an applicant for registration, or by a party to an 
interference, or in an opposition proceeding, or for the cancellation 
of registration. It is for an entirely different purpose, the renewal 
of a registration already in existence for twenty years. The term in 
the appeal section, “applicant for registration , clearly means an 
original applicant, and not one merely seeking a renewal. 

16 It is contended on behalf of applicant that inasmuch as the 

application here is in the form of an original application, it is 
sufficient to give us jurisdiction to construe the Act and review the 
decision of the Commissioner. The argument is specious, in that it 
suggests that a court, merely by the form of pleading, may be given 
jurisdiction of a subject otherwise foreign to its jurisdiction. .Look- 
ing through the form in which this matter was presented in the 
Patent Office, we find the subject-matter to be a request for the re¬ 
newal of registration, and it matters not whether it be called an ap¬ 
plication or a mere request, the object sought is the same. 

This construction of section 9 is emphasized by the language em- 
oloved bv Congress in the preceding section of the Act granting ap¬ 
peals to the Commissioner, which reads as follows: “That every a£ 
plieant for registration of a trade-mark or for the renewal of the 
registration of a trade-mark, which application is refused, or a party 
to an interference against whom a decision has been rendered, or a 
nartv who has filed a notice of opposition as to a trade-mark, may 
appeal from the decision of the examiner in charge of trade-marks, 
or the examiner in charge of interferences as the case may be, to the 
Commissioner in person, having once paid the fee for such appeal. 
Thus the right of appeal to the Commissioner is earned on to this 
Surt except where it is “for the renewal o the registration of a 
trade-mark ’ As to this, the right of appeal stops with the Com¬ 
missioner. ’ Congress, we think, properly has differentiated between 
an applicant for registration and an applicant for renewal. Hence, 
tith this distinction established, an applicant for renewal ,s not em¬ 
braced within any class to whom the nght of appeal to this court has 
been granted. 
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The appeal is dismissed. 


Dismissed. 


JOSIAH A. VAN ORSDEL, 


Associate Justice. 


Answer of Defendant to Bill of Complaint. 

' Filed July 5, 1913. 

******* 

To the Honorable the Justices of the Supreme Court of the District 
of Columbia: 

Defendant now and at all times hereafter reserving unto himself 
all and all manner of benefit of exception which mav be had or 
taken to the manifold errors, imperfections, and uncertainties of the 
said Bill of Complaint, for answer thereunto or to such parts and so 
much thereof as he is advised that it is material or necessary for him 
to make answer unto, answering, paragraph for paragraph, says: 

Defendant admits upon information and belief the truth of the 
allegation that the Standard Oil Co. is a corporation organized and 
existing under the laws of the State of New York, and ha\ing its 
principal place of business in that State. 

Defendant admits that he is the Commissioner of Patents and re¬ 
sides at Washington in the District of Columbia. 

1. Defendant admits the truth of the allegation of paragraph 1 of 

the bill. 

2. Defendant avers that he has no sufficient information upon 
which to base a belief in the truth of the allegations of paragraph 2 

of the bill and therefore denies the same. 

18 3. Defendant admits the truth of the allegations of para¬ 

graph 3 of the bill. 

4. Defendant admits the truth of the allegations of paragraph 4 

of the bill. ^ A . .. _ 

5. Defendant avers that he has no sufficient information upon 

which to base a belief in the truth of the allegations of paragraph 5 
of the bill and therefore denies the same. 

6 Defendant avers that he has no sufficient information upon 
which to base a belief in the truth of the allegations of paragraph 6 of 

the bill and therefore denies the same. 

7. Defendant has no information as to the demand for oil sales 

by plaintiff under the trade-mark “White Rose” and therefore denies 
the allegation of paragraph 7 as to such demand. Defendant ad¬ 
mits upon information and belief the truth of the remaining alle¬ 
gations of the bill. . . _. 

8. Defendant admits that certificate of registration No. 8674 was 
granted for a period of thirty years from September 27, 1881, but 
denies that such registration was renewable unless the trade-mark dis¬ 
closed in such registration is registrable under the trade-mark act of 
February 20, 1905, and the amendments thereof. Defendant fur¬ 
ther avers that an application for a renewal of a registration is sub- 
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ject to an examination by the Examiner of Trade-Marks, as provided 
for in the case of applications for original registrations. 

9 Defendant admits that application was made to register the 
mark “White Rose’ as alleged in paragraph 9 of the bill. 

10 Defendant admit- that application was made for the renewal 
of the registration of the mark “Sylvan,” as alleged in paragraph 10 

of the bill, and that the Patent Office ruled that such renewal 
19 could not Vie granted except after an examination of the ap¬ 
plication. as in the case of applications for original registra¬ 
tions. but denies that plaintiff was precluded by such ruling from 
filing a formal request for the renewal of the registration of the mark 
“White Rose.” Defendant admits, however, that the proceedings 
taken in respect to the application for registration of the mark 
“White Rose” are to be token and considered as an application tor 

the renewal of the registration of that mark. . , 

11. Defendant admits that the Examiner of Trade-Marks refused 
to re-register or renew the registration of the mark M hite Rose in 
view of certain registrations of a date prior to plaintiff s application 
for such re-registration or renewal. Defendant further avers tha 
one of these registrations, namely, that of Rose, No. 8633, was 
granted prior to the date of registration No. 86 1 4, which plaintiff 
sought to re-register or renew, and also avers that the Examiner of 
Trade-Marks informed plaintiff that an interference would be de¬ 
clared between his application and those registrations upon his re- 

qU 12. Defendant admits the truth of the allegations of paragraph 12 

13. Defendant admits the truth of the allegations of paragraph 13 
of the bill. 

14. Defendant admits that the ruling in plaintiff s application was 
that, an application for renewal of a registration of a trade-mark can 
be granted only after an examination, such as required bv the Act of 
February 20. 1905, with respect to original applications, but denies 
that as the result of such a ruling it is impossible to keep a trade¬ 
mark in legal effect “continuously upon the trade-mark Regis- 

ter. ,> 

90 15. Defendant admits upon information and belief the 

truth of the allegation contained in paragraph lo of the bill. 

16. Defendant denies that under the trade-mark Act of February 
20. 1905. the owner of a registered trade-mark has the right to renew 
the registration thereof upon the conditions alleged in paragraph lb 
of the bill, and avers that such renewal can be granted only when it 
appears upon an examination of the application for renewal that the 
trade-mark is registrable in accordance with all’the provisions of the 
trade-mark act. Defendant further avers that any application for 
the registration of a trade-mark is subject to publication, as pro¬ 
vided in Section 6 of the trade-mark act, and to the declaration of an 
interference, as provided in Section 7 thereof. 

17. Defendant denies that the ruling of the Patent Office in the ap¬ 
plication of the plaintiff was erroneous and denies that the plaintiff is 
entitled to the renewal of his registration unless and until it has es- 
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tablished its right to such renewal by proper interference proceed¬ 
ings involving its application and the registrations cited by the Ex¬ 
aminer of Trade-Marks. 

Defendant further answering denies each and every allegation 
contained in the said bill of complaint not herein and hereby well 
and sufficiently denied, traversed and avoided or confessed. All of 
which matters and things, he is willing to prove as to your Honors 
may seem meet, and prays to be hence dismissed with his reasonable 
costs and charges in this behalf wrongfully sustained. 

EDWARD B. MOORE, 

Commissioner of Patents. 

% 

21 District of Columbia, ss : 

1 do solemnly swear that I have read the annexed answer by me 
subscribed and know the contents thereof; and that the statements 
of facts therein made as upon personal knowledge are true, and those 
made as upon information and belief, I believe to be true. 

EDWARD B. MOORE. 

Subscribed and sworn to before me this 3rd dav of July, 1913. 

[SEAL.1 WILLIAM OSBORN, 

Notary Public, D. C. 

Replication. 

Filed July 12. 1913. 

******* 

This replicant, saving and reserving unto itself now and at all 
times hereafter, all and all manner of benefit and advantage of excep¬ 
tion which may be had or taken to the manifold insufficiencies of the 
said answer, for replication thereunto says that it will aver, main¬ 
tain and prove its said Bill of Complaint to be true, certain and suffi¬ 
cient in law to be answered unto, and that the said answer of the said 
defendant is uncertain, untrue and insufficient to be replied unto by 
this replicant. Without this that any other matter or thing whatso¬ 
ever in the said answer contained, material or effectual in the law to 
be replied unto, and not herein and hereby well and sufficiently re¬ 
plied unto, confessed or avoided, traversed or denied is true. All 
which matters and things this replicant is and will be ready to aver, 
maintain and prove as this Honorable Court shall direct, and humbly 
pravs as in and by its said Bill it has already praved. 

ALFRED M. HOUGHTON, 

Complainant’s Solicitor. 

22 Order of Substitution. 

Filed September 4, 1913. 

******* 

Upon reading and filing the annexed petition and on motion of 
Alfred M. Houghton, Esq., Solicitor for Complainant, it is 
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stead of Edward B. Moore, STAFFORD, .Mice. 


Stipulation. 

Filed October 24, 1913. 




agrwfor the purposes of this action^as’^'ow^to wit U of the 

I. The defendant having in h ,9 answer «"od ^ ^ ^ 

law? ’afed in paragraph 7 of the 
bill, hereby further admits. Fleming Manufacturing 

cHJtvS "*—* 

came the owner of the busines. • S°o ^ Fleming Manufactur- 

,he rights and ^ induS id trL mark “White Rose” I 
23 'Z Z 'Scat of Registration No. 8674 of Sept. 27th, 
1881, and all rights evidenced or in busin ess have 

(c) The complamant and ite sa.dj>reh^ d ^ 

continuously earned on a ,_ t t : me j n comm erce between 
“White Rose” from 1879 until the present ^time ^ never 

* e United State a^ foreign namns^d trade _ mark has been and is 
^"and^broad^ and h» beenmidj commonly referred 

of said registered trade-mar Patent Office bv complying 

re-register the same in the Unitedi State Patent^e • , ^ by 

M XX Of Ten M- 

ET'li Wl, itie proceedin g in .he ■* - J Jffc 

cation of complainant complainant notified^the „ wbite 

fact that complainant w a. Fleming Manufacturing Company, 

Rose”, registered by said S«ne& Fleming Manu g 

Ltd. No. 8674 office and lnf^lhe Patent Office in 

proof thereof in the Pat* n ^ h a( j not \ >een abandoned, 

substance and effect that said t _ th Agister of Trade- 

hut was still in u^ and that itecontnuance « ^ the 

SXSSfflSfb?£npE»‘ ApHl hna, 1M0. »<< «• •»—« 
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notice that it was designed to secure the continuance of the 

24 registration of complainant’s said trade-mark “White Rose”, 
and the proof that complainant was the owner of said prior 

registration of the mark, and the payment of the fee required for re¬ 
newal, the Patent Office was in effect requested by complainant to re¬ 
new said registration of the trade-mark “White Rose”, registered Sep¬ 
tember 27th, 1881, No. 8674, at a time not more than six months 
prior to the expiration of the period for which said registration was 
granted. And the Patent Office and the Court of Appeals of the Dis¬ 
trict of Columbia have held that the proceedings taken by complain¬ 
ant are under the circumstances to be taken and construed as a re¬ 
quest duly made for renewal of said registration, and they are to be so 
considered. 

(e) Complainant has long been the owner of another trade-mark 
for oils consisting of the word “Sylvan”, which was registered July 
5th, 1881, No. 8432, by a predecessor in business of complainant. 
Within six months of the expiration of said registration of said trade- 
mary “Sylvan”, complainant filed in the Patent Office a formal re¬ 
quest for 'the renewal of said registration, acompanied by the fee of 
Ten Dollars, which request and payment in all things complied in 
form and substance with the requirements of Section 12 of the Act 
of Congress of February 20, 1905. The Patent Office, by actions 
dated March 31st, 1911, and April 15th, 1911, refused to renew the 
said registration except after an examination of the application as in 
the case of applications for original registration, and on or about 
May 5th, 1911, complainant was notified that the Commissioner of 
Patents ruled that a renewal of a registration should not be granted 
without such an examination upon literal compliance in form and 
substance wdth the terms of said Section 12 of the Act of Congress 
of Februarv 20, 1905. 

25 II. Complainant admits for the purposes of this action the 
facts averred in paragraph 11 of the answer. 

Dated, October 10th, 1913. 

ALFRED M. HOUGHTON, 

Solicitor for Complainant. 

R. F. WHITEHEAD, 

Solicitor for Defendant. 


Opinion of the Court. 

Filed February 13, 1914. 

****** * 

This is a bill in equity to compel the Commissioner of Patents to 
renew the registration of plaintiff’s trade-mark, consisting of the 
words “White Rose”, applied to refined petrolemum, originally regis¬ 
tered September 27, 1881. There was heretofore an appeal from the 
Commissioner’s refusal to the Court of Appeals, which was dismissed 
for lack of jurisdiction. (13 App. D. C., 491.) No question is 
raised as to the jurisdiction of this Court to entertain the bill and it 
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would mi . nm i; 

trat’ons nwde P"" “ t a renewal of registration could not be granted 

•2ti registration under the Act of 1905. 

Thi« action raises the only question in the case. 

„ . ,o t ,L Tv.de Mark \ct of 1905 reads as follows: 

“That^'/certificate of registration shall remain in force for twenty 
ox cent that in the case of trade-marks previously registered in 
years, except t . “ rtifi t s hall cease to be in force on the day 

a foreign country such^cert n ^ tected in such foreign 

on which ^he trade-ma j in f orce more than twenty years, 

country, and shall mnc^^ e /oT registration may be from time to 

unless ~ d ; or ^ k rt e ‘periods on payment of the renewal fees re- 
time renewed for he 1 ^ ( ' the registrant, his legal represen- 

quired by this act, tq on 9 ■ Patent Office, and such request 

tatives, or tnmsfere* .f™?™ Zre thanTix months prior to the ex- 
niay be made at■ anjM n t certificates of registration were 

piration of the rt L f registration in force at the date at 

is Teh Iffilremain in force for the period for 

Which they were issued under the provis- 

renewed shall have the same feme and 

rt onhlSct mu' in controversy is the following: 

£ed but shall be renewable on the same conditions and1 for the 
issuea, out t i««ned under the provisions of this Act. 

jSSassfes 

be inserted between- ffect that certificates of registration in 

requiring for a renewal of old certificates a comp lance 
requiimg, p i PV pn sections of the Act ot l^uo 

ma SVr=o te n SMKTwS, any known trade-mark 
inelud g 9 used by another, although such ownership and 
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from the nature of trade-mark legislation, and from the results 
which would follow such an interpretation. 

In Section 12 is taken up for the first time the method of renewal 
of certificates of registration. The sentence preceding the one in 
question provides that they may be from time to time renewed for 
like periods on payment of the renewal fees required by this Act, 
upon request of the registrant, * * * and such request may be 

made at any time not more than six months prior to the expiration 
of the period for which the certificates of registration were issued or 
renewed." This, of course, applies to certificates issued under the 
Act of 1905. Then follows: “Certificates of registration in force 
at the date at which this Act takes effect shall remain in force for the 
period for which they were issued, but shall be renewable on the same 
conditions and for the same periods as certificates issued under the 
provisions of this Act” * * * 

To interpret that language as requiring for a renewal of old certifi¬ 
cates any other conditions than those which are imposed for renewals 
of certificates issued under the Act, is to reconstruct and not to con¬ 
strue the language of the Act on this point. 

The whole history of the law of trade-marks negatives the idea 
that, where a statute" has provided for their registration for a definite 
period, with provision for renewal, we should expect to find in such 
legislation a requirement that all conditions pre-requisite for 
28 original registration should be complied with when a renewal 
is sought. At common law trade-marks did not expire by 
lapse of time. The rights acquired thereby were limited only by the 
period of their use, and ceased only with their abondonment. When, 
therefore, legislation required their registration, renewals were made 
necessary for the sole purpose of negativing their abandonment. And 
w r hen the fact of a continued user was manifested by the application 
for renewal, it would seem to be logical that the renewal should issue 
as a matter of course, without going through the elaborate procedure 
which was a pre-requisite to their original registration. 

Again, the Section heretofore quoted gives the holder of a certifi¬ 
cate of registration the right to make application for a renewal “at 
any time not more than six months prior to the expiration of the 
period for which” it was issued. Thus, while he cannot make his ap¬ 
plication for renewal prior to six months before the expiration, he 
can make it six weeks, or six days before its expiration. Now the 
prior sections of the statute provide for original registration by steps 
which contemplate and necessitate considerable delay. It is to be pre¬ 
sumed that many applications are filed and that they are taken up in 
regular order which alone would cause considerable delay. Then 
references are, or may be cited, requiring explanation or investigar 
tion. When the application is passed bv the Patent Office it is 
printed in the Official Gazette. During thirty days “after the publi¬ 
cation of the mark sought to be registered, any person who believes 
he would be damaged by the registration may oppose the same by 
fifing a written notice of opposition,” which is heard in due course, 
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without reciting further the various steps provided for by toe 

naturally be that there would ** SteUio^forrenewalhad 

Emitted fcondSn^ *%52SZ% 

hTSf^hrtmde°^bhsS by CfiSSun^under 
an^Ajnerican^rade-mark by WlfsV FiKTSnch, 358: 

a particular construe- 

^or^ a decree for complainant. 

ASHLEY M. GOULD, Justice. 


Decree. 

Filed February 24, 1914. 



T ' 

This cause having come on to be heard at final hearing and the 

o 0 Thomas Ewing, Commissioner of Patents, is hereby author 

iz"d directed to renew the registration of complainants 

trademark consisting of the words “White Rose , applied to refined 
trademark consist g heating and power purposes, registered 

q 6 T ei hAr 97 1881 No 8674 and to issue to complainant a proper 

assssi d» onh-g^.. .( -4 

'^SSXK •»» 4«~ *«• 

,. nrvrvn nnd of force upon the successor or successors in office 

Ke D ffidant herein, Thorns Ewing, Commissioner of Patents. 

a STTT iFdY M. GOULD, Justice. 


No objection as to form of decree. 

R. F. WHITEHEAD, . . D , . 

Counsel for the Commissioner of Patents. 
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Appeal to Court of Appeals. 

Filed March 6, 1914. 

******* 

The clerk of said court will enter an appeal to the Court of Ap¬ 
peals of the District of Columbia. 

R. F. WHITEHEAD, 
Attorney for Defendant. 

Service of copy acknowledged and notice of appeal by citation 
waived. 

WM. G. HENDERSON, 

Of Counsel for Plaintiff. 


Assignments of Error. 
Filed March 6, 1914. 


Now comes the defendant and assigns the following errors 
31 in the action and proceedings in the said court of the District 
of Columbia. 

The court erred: 

1 . In holding that the Patent Office placed an erroneous construc¬ 
tion upon the last clause of Section 12 of the Trade-Mark Act of 
1905. 

2. In holding that an application for renewal of a certificate of 
registration issued under the Trade-Mark Act of 1881 is renewable 
as a matter of course upon request therefor and payment of the fee 

required by law. . 

3. In holding that the Commissioner of Patents has no authority 
under the Trade-Mark Act of 1905 to examine the application for 
renewal and publish the same for opposition, if found allowable. 

4 . In holding that plaintiff was entitled to have its certificate of 
registration renewed unless and until it should have established its 
right to such renewal over certain other registrations by proper inter¬ 
ference proceedings. 

5. In not dismissing plaintiff’s bill. 

R F. WHITEHEAD, 
Attorney for Defendant. 

Designation of Record. 

Filed March 6, 1914. 

******* 

% 

The clerk of said court will prepare a transcript of record for ap¬ 
peal to the Court of Appeals of the District of Columbia to include 
the following papers: 
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Bill of complaint and the exhibits filed therewith, 

Defendant’s answer; 

Pldntiff s replication ^ Ewing, Commissioner of Patents, as 

^ of Edward B. Moo,,, r«™» 

32 Commissioner; 

Stipulation as to facts of case, 

Decision of Justice Gould, 

Decree of Justice Gould; Anneals- 

Instructions to clerk to enter appeal to Court of Appeals, 

Waiver of citation of notice of appeal by defendant, 

Assignments of error. R F WHITEHEAD, 

Attorney for Defendant. 

33 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

T John R Young. Clerk of the Supreme Court of the District of 
Columbia, hereby the° record, 

Thomas Sg! Commissioner of Patents, is Defendant, as the same 

remains upon the files “YSnto^uteJrKy name and affix 

of Kington! in *dd District, 

this 13th day of March, 1914. 

[Seal Supreme Court of the District of Columbia.] 

1 JOHN R, YOUNG, Clerk. 

indorsed on cover: District of Columbia Supreme Court No. 

2 Y 6 o?k, MledVa, 13, 

1914.’ Henry W. Hodges, clerk. 
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In the Court of Appeals of the District of 

Columbia. 


April Term, 1914. 


Thomas Ewing, Commissioner of Pat- " 

ents, appellant, 

v. 


Appeal 
No. 2664. 


Standard Oil Company of New York. J 


BRIEF FOR THE COMMISSIONER OF PATENTS. 

This is an appeal by Thomas Ewing, Commis¬ 
sioner of Patents, from a judgment of the Supreme 
Court of the District of Columbia, directing the 
Commissioner of Patents to renew the registration 
of a trade-mark issued to appellee’s predecessor in 
business. 

* 

STATEMENT OF THE CASE. 

On April 23, 1910, appellee filed an application for 

the registration of a trade-mark consisting of the 

words “ White Rose,” which application was refused 

in view of certain registrations, one of which is the 

registration of Stone & Fleming Manufacturing Com- 

# 

pany, No. 8674. Thereafter appellee filed affidavits 
alleging ownership of the mark shown in this registra- 
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tion While the application of appellee was not in 
form a request for renewal of registration No. 8674 
this court held (/» re Standard Od Company, 39 
App DC 491) that it should be treated as an 
application ’for renewal. The examiner refused to 
grant the registration unless and until appellee 
should have established its rights thereto in an inter¬ 
ference proceeding with certain other registrations. 
He also refused registration on another ground. On 
appeal, the commissioner affirmed the decision of the 
examiner as to the requirement that the registration 
should not be granted without the declaration of the 
interference, but reversed the examiner as to the 
other ground of rejection. Appeal was taken to t is 
court, which appeal was dismissed for lack of juris¬ 
diction. (39 App. D. C., 491.) Thereafter appellee 
filed a bill in equity against the commissioner to 
compel the renewal of the registration, and it is from 
the decree in that case that the present appeal is 

No question is raised as to the jurisdiction of the 
lower court, in view of the decision of the Supreme 
Court of the United States in E. C. Atkins & Com¬ 
pany v. Moore (212 U. S., 285), in which it was held 
that section 4915 of the Revised Statutes is applicable 
to trade-mark cases. This section reads as follows: 

Sec 4915. Whenever a patent on applica¬ 
tion is refused, either by the Commissioner of 
Patents or by the Supreme Court of the Dis¬ 
trict of Columbia upon appeal from the com¬ 
missioner, the applicant may have remedy by 
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bill in equity; and the court having cognizance 
thereof, on notice to adverse parties and other 
due proceedings had, may adjudge that such 
applicant is entitled, according to law, to 
receive a patent for his invention, as specified 
in his claim, or for any part thereof, as the 
facts in the case may appear. And such 
adjudication, if it be in favor of the right of the 
applicant, shall authorize the commissioner to 
issue such patent on the applicant filing in the 
Patent Office a copy of the adjudication and 
otherwise complying with the requirements of 
law. In all cases, where there is no opposing 
party, a copy of the bill shall be served on the 
commissioner; and all the expenses of the 
proceeding shall be paid by the applicant, 
whether the final decision is in his favor or not. 

The single question raised in this case is whether a 
registration granted under the act of 1881 may be 
renewed under section 12 of the trade-mark act of 
1905 upon mere payment of the renewal fee and a 
request for the renewal made within six months of the 
date of the expiration of the registration or whether 
such an application for renewal is subject to examina¬ 
tion as an original application. The lower court held 

• • 

that a renewal application was not subject to examina¬ 
tion. 

ASSIGNMENT OF ERRORS. 

The court erred: 

1. In holding that the Patent Office placed an 
erroneous construction upon the last clause of sec¬ 
tion 12 of the trade-mark act of 1905. 
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2. In holding that an application for renewal of a 
certificate of registration issued under the trade¬ 
mark act of 1881 is renewable as a matter of course 
upon request therefor and payment of the fee re- 

quired by law. 

3. In holding that the Commissioner of Patents has 
no authority under the trade-mark act of 1905 to 
examine the application for renewal and publish the 
same for opposition if found allowable. 

4. In holding that plaintiff was entitled to have its 
certificate of registration renewed unless and until it 
should have established its right to such renewal over 
certain other registrations by proper interference 
proceedings. 

5. In not dismissing plaintiff’s bill. 

argument. 

No testimony was taken in the case, but a stipula¬ 
tion was filed as to the facts and, as stated above, the 
only question in issue is one of law, namely, the con¬ 
struction to be placed upon section 12 of the trade¬ 
mark act of February 20,1905, which reads as follows: 

Sec. 12. That a certificate of registration 
shall remain in force for twenty years, except 
that in the case of trade-marks previously 
registered in a foreign country such certifi¬ 
cates shall cease to be in force on the day on 
which the trade-mark ceases to be protected 
in such foreign country, and shall in no case 
remain in force more than twenty years, unless 
renewed. Certificates of registration may be, 
from time to time, renewed for like periods on 



payment of the renewal fees required by this 
act upon request of the registrant, his legal 
representatives, or transferees of record in the 
Patent Office, and such request may be made 
at any time not more than six months prior 
to the expiration of the period for which the 
certificates of registration were issued or 
renewed. Certificates of registration in force 
at the date at which this act takes effect shall 
remain in force for the period for which they 
were issued, but shall be renewable on the 
same conditions and for the same period as 
certificates issued under the provisions of this 
act, and when so renewed shall have the same 
force and effect as certificates issued under 

this act. 

The part of this section here under consideration is 
the last sentence thereof and relates solely to the 
renewal of registrations granted under the act of 1881. 

The court below held that section 12 provided that 
certificates of registration granted under the act of 
1905 could be renewed upon payment of the fee and 
request therefor and that the same was true of cer¬ 
tificates granted under the act of 1881. 

Evidently some words must be supplied in the 
sentence under consideration in order to make it 
complete—either the word “are” between certifi¬ 
cates” and “issued” so that the sentence will read: 
" Certificates of registration in force at the date at 
which this act takes effect shall remain in force for 
the period for which they were issued, but shall be 
renewable on the same conditions and for the same 
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period as certificates are issued under the provisions 
of this act,” or else the words “are renewable” after 
“act” in the next line, so that the sentence will read: 
“Certificates of registration in force at the date at 
which this act takes effect shall remain in force for the 
period for which they were issued, but shall be renew¬ 
able on the same conditions and for the same periods 
as certificates issued under the provisions of this act 
are renewable , etc.” 

Under the first of these two readings, which is the 
one adopted by the Patent Office, renewal applica¬ 
tions are subject to the same examination as an 
application filed under section 1 of the act of 1905. 

In determining whether this is the correct inter¬ 
pretation to be placed on section 12, it must be noted 
that this section also provides that when these cer¬ 
tificates are renewed they shall have the same force 
and effect as certificates issued under the act of 1905. 
It can not be assumed that it was the intention of 
Congress to make certificates issued under the act of 
1881 renewable as a matter of course, and at the same 
time give them all the force and effect of certificates 
issued under the act of 1905, which differs widely in 
its provisions from the former act. The expression 
“on the same conditions” certainly means some¬ 
thing more than the mere payment of a fee. 

Under the construction put upon the act by the 
lower court, any registration under the act of 1881 is 
renewable as a matter of course, notwithstanding the 
registration of the mark thereof may be specifically 





forbidden by the act of 1905. For example, coats of 
arms and the insignia of fraternal organizations were 
repeatedly registered under the act of 1881, but their 
registration is forbidden by the act of 1905. Surely 
these registrations are not renewable as a matter of 
course. 

The construction put upon the act by the commis¬ 
sioner is that registrations granted under the act of 
1881 are renewable only where the mark conforms to 
the requirements for registrability under the act of 
1905. In other words, an application for a renewal of 
a registration is subject to a reexamination and also to 
publication, giving anyone who deems himself injured 
by such renewal an opportunity to oppose the same. 
Such a construction, it is submitted, brings the two 
acts into harmony, giving the registrant under the act 
of 1881 a right to have the registration renewed only 
when the mark does not fall into those classes whose 
registration was forbidden by the act of 1905. In 
order to determine this it is obviously necessary that 
a reexamination be had. 

Appellee contends this construction would render 
section 12 unconstitutional, since the registrant by 
section 5 of the act of 1881 was given the right to a 
renewal upon a mere request therefor and that the 
construction referred to deprives him of this right. 

Section 5 of that act reads as follows: 

That a certificate of registry shall remain 
in force for thirty years from its date, except 
in cases where the trade-mark is claimed for 
and applied to articles not manufactured in 
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this country, and in which it receives pro¬ 
tection under the laws of a foreign country 
for a shorter period, in which case it shall 
cease to have any force in this country by 
virtue of this act at the time that such trade¬ 
mark ceases to be exclusive property else¬ 
where. At any time during the six months 
prior to the expiration of thirty years, such 
registration may be renewed on the same 
terms and for a like period. 

It is submitted that the construction which appellee 
places on section 5 is not justified. The words “on 
the same terms” in that section must mean the 
terms on which the original registration was granted, 
which terms are set out in sections 1, 2, and 3 of 
the act of 1881. The second paragraph of section 

1 reads as follows: 

Bv paying into the Treasury of the United 
States the sum of twenty-five dollars, 
complying with such regulations as may be 
prescribed by the Commissioner of Patents. 

One of the regulations prescribed under the act of 
1881 by the Commissioner of Patents was for the 
' declaration of an interference and the issuance of the 
certificate of registration to the applicant who is 
shown by that proceeding to be the first to adopt 
and use the mark. This requirement is exactly 
what has been made in the present case. The re¬ 
jection on the registrations cited was made con¬ 
ditional to appellee’s right to an interference there- 

with. 
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It is contended by counsel and held by the court 
below that under the construction placed upon 
section 12 by the Patent Office it may very easily 
happen that a registration will not be renewed until 
more than thirty years after the date of the original 
registration, even though the applicant should file 
his application for renewal at the beginning of the 
six months, since it takes some time to examine the 
application and thirty days must be allowed for opposi¬ 
tion, with further delay should an opposition be filed. 
It is argued from this that there may thus be a gap 
between the expiration and the renewal of the 
domestic trade-mark and that the foreign registra¬ 
tion of the same mark becomes of no effect, giving an 
unscrupulous foreigner an opportunity to register 
the same mark, with consequent loss to the registrant. 

The pleadings allege that in many foreign countries 
registrations are valid and enforceable only so long 
as the registration of the corresponding trade-mark 
in the United States is in full force and effect. If, 
however, the application for renewal is filed within 
the six months and this application is subsequently 
granted, the renewal would date from the end of the 
thirty years for which the original registration was 
granted, and there could be no failure of the foreign 
registration. 

But even if the examination of applications for 
renewal would in some cases result in the lapse of a 
foreign registration and the consequent necessity of 
the registrant’s filing a new application in such 
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foreign country, it is submitted that this does not 
warrant a construction of the act which, as pointed 
out above, must necessarily result in the renewal of 
registrations of marks whose registration is specifically 
forbidden by the act of 1905. 

conclusion. 

It is submitted that the decision of the lower court 
should be reversed. 

Robert F. Whitehead, 
Counsel for Commissioner of Patents. 

March 24, 1914. 


O 




1 


♦ 





„ ^.^JXOURT OF APPEALS 

DISTRICT OP COLUM^I^p^ct 0 p COLUMBIA 

FILED 


APR.-! 6.-1914- 


STANDARD OIL COMPANY 
OF NEW YORK, 

Appellee , 
vs. 



Appeal No. 2664. 


THOMAS EWING, Commissioner of Patents, 

Appellant. 


BRIEF ON BEHALF of appellee. 






SUBJECT INDEX. 


PAGE 

Construction of Section 12 of the Trade-Mark Act 
relating to the renewal of trade-mark registra¬ 


tions__ 2 

(1) The purpose of the statute. 3 

(2) The words of Section 12_ 5 

(3) The meaning of Section 12 made certain 

by other parts of the Act_ 9 

Section 12 and Section 1... 9 

Section 12 and Section 6_ 10 

Section 12 and Section 14_ 11 

(4) The long established universal practice 

in renewals_ 12 

(5) The policy embodied in Section 12_ 13 

The law’s respect for vested rights_ 14 

Doctrines as to vested rights peculiarly 
applicable to trade-marks___ 17 


The disastrous effect on foreign trade 


of American manufacturers which 
which would result from the Com¬ 
missioner’s construction of Sec¬ 
tion 12._ 19 

Reply to arguments urged in support of the Com¬ 
missioner’s construction of Section 12_ 24 















II 


Table of Cases Cited. 


PAGE 

Bate Refrigerator Co. v. Sehultzberger, 157 U. S., 1. ^ 

Cliquot's Champagne, 3 Wall., 1U-------------- 

Elgin National Watch Co. v. imnoi ^ 

179 TJ. S., .. 15 

Hopkins v. Lee, 6 Wheaton, 109...- ^ 

Hoyt v. Hoyt, 143 Pa., 623.-.' * „„ 

Knowlton v. Moore, 178 U. S., 187^ --. ^ 

Montclair v. Ramsdell, 107 U.^S., 1 .- ^ 

Moore v. Auwell, 178 Fed., 543. -- 

O’Rourke v. Central City Soap Co., 26 e ., - 

Peralta v. The United States, 3 Wall 434 - - 

SU ..p..l» °,.V S 7 

St. Paul, &c. Bail way Co. v. ® P®’ ’ ,, .3 

United States v. Fischer, 2 Cranch., 3 — — ’ g 

Weber v. St. Paul City Railway Co., 97 Fed., 













OCowrt of JtppeaR 

DISTRICT OF COLUMBIA. 

Standard Oil Company of 
New York, 

Appellee, 
vs. 

Thomas Ewing, Commissioner of 
Patents, 

Appellant. 

/ 

___ / 

BRIEF ON BEHALF OF APPELLEE. 

The only question raised in this case is, as stated in 
the Appellant’s brief, the question of law whether an 
old registration may be renewed under Section 12 of 
the Trade-Mark Act on mere payment of the renewal 
fee and request for renewal made within the last six 
months of the life of the old registration, as stated in 
the statute, or whether a petition, examination and 
advertisement, such as are required in the case of an 
original application, are necessary, as the Commis¬ 
sioner has held. 


Appeal 
No. 2664. 



/ 


The Right to Renew : The Meaning of 

Section 12. 

The question of renewal thus presented is one upon 
which it is most desirable to have a final adjudication. 
The thirty vear period during which certificates regis¬ 
tered under the Act of 1881 remain in force » expir¬ 
ing in the case of an increasing number of trade-mar s 
and the right to renew those registrations as they ex¬ 
pire is one which is of the utmost commercial import- 
Lee, as hereinafter more fully pointed out. In view 
of the importance of the question presented, we re 
spectfully point out in detail some of the reasons w y 
we most earnestly urge that the owner of a trade-ma 
has a right to renew a registration under the statute 
L paying the fee “ for renewal » (Sec. 14) without go¬ 
ing through the steps of examination, advertisemen , 
etc., required in the case of original applications. 


\ 


I 
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(1) The Purpose of the Statute. 

• That the purpose of a statute is to be borne in mind 
in getting its expressed meaning is familiar doctrine 
(United States vs. Saunders, 120 U. S., 126). 

The underlying purpose of the Trade-mark Act is 
the recording of common law titles to marks so as to 
have convenient prima facie evidence of them (for 
their better enforcement and otherwise) and to carry 
out treaty stipulations (Elgin National Watch Co. v. 
Illinois Watch Co., 179 U. S., 665, 672). Thus, the 
present act and the act of 1881 are entitled, “For the 
Registering of Trade-marks,” and permit “ the owner ” 
to register in contradistinction to the unconstitutional 
act of 1870, the first section of which was entitled, 
“ Who Are Entitled to Trade marks ” and permitted 
4< any person ” to register. 

At common law, property in a trade-mark was per¬ 
petual in the absence of abandonment : 

“ A trade-mark may increase in value to its 
owners by use and the law could not put a time 
limit on the owner’s right to it any more than it 
could put a limit upon his right to use any other 
article of property ” (Hoyt vs. Hoyt, 143 Pa., 623). 

It might accordingly seem at first blush logical to 
make all registrations peipetual. But the register 
would then not harmonize with common law rights, 
because there would be nothing on the register to show 
abandonment and consequent loss of common law 
rights. To make the register approximately an accu¬ 
rate record of common law rights, some provision to 
take care of marks which have been abandoned is 
necessary. This is accomplished in what seems the 
only practicable way, to wit, by limiting the time 
during which the certificate of registration remains in 
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force and placing the burden on the registrant to nega¬ 
tive abandonment every twenty years by renewing the 

"^hur'vilwing the matter most broadly, it would 
seem a priori plain that the renewal of a registration 
is properly merely to afford evidence that the mark has 
no t been abandoned so that the register or record 
affording evidence of rights will accord with the actual 
rights it is designed to evidence and record. 

Renewal is not in any sense an acquisition of new 
rights. One would, accordingly, expect to find in a 
trade-mark statute provisions for renewal different 
from those relating to original registration. When 
seeking registration one is seeking the acquisition of 
something not in his possession and his rights thereto 
must, of course, be examined. In renewing a mark one 
is tnerelv negativing abandonment of rights in is pos 
session,'and there is no conceivable reason for any¬ 
thing more than satisfactory evidence of continued 
claim, negativing abandonment. 



(2) The Words of Section 12. 

Turning to the Trade-mark Act, it is to be observed 
that the section which defines the period of registration 
is the same section as that which relates to renewal. 
The Act says a certificate shall remain in force for 
twenty years except in the case of registration depend¬ 
ing on foreign registration which has expired. This is 
obviously, we submit, tantamount to saying that iu 
order to keep the register in accord with common law 
rights, it will be assumed that a mark has not been 
abandoned for twenty years except in cases where 
there is other evidence of loss of right afforded by the 
expiration of the registration in the country of origin. 

It is to be noted that the Statute does not say that 
the rights or the certificates shall cease at the end of 
twenty years. It says the certificate “ shall in no case 
remain in force more than twenty years unless renewed r , 
which is, in effect, saying that the certificate shall re¬ 
main in force more than twenty years if lenewed. It 
is obviously contemplated that the same rights shall 
■continue, not that new rights shall be acquired, at the 
end of twenty years; and in no other way could the 
“ prima facie evidence ” accord with the actual com¬ 
mon law right which it evidences. 

The Act then provides for the renewal and for the 
conditions upon which the renewal may be effected. 
It says : “ Certificates of registration may from time 
to time be renewed for like periods. This, it will be 
observed, is very different from saying that a mark 
may be re-registered. It then prescribes the condi¬ 
tions of renewal as follows : “ Payment of the renewal 
fees required by this Act,” “ Request by the registrant, 
his legal representatives or transferees of record in the 
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Patent Office,” and the request being made within the 
time specified, to wit, “ not more than six months prior 
to the expiration of the period for which the certificates 

of registration were issued or renewed.” 

The significance of some of these words should not 

escape attention. Why any provision for “ re °®” a 
if only another resistration was intended? Why a 
provision for «« renewal fees,” if merely another fee on 
filing an application was meant? Why a srmple 
- request ” here, instead of the “ application required 
to secure registration as provided in Sections 1, , , 

and 6? Why must the “ request and paymen o 
the renewal ft es ” be within a definite “ six months, if 
the re-registration, with examination, advertisement 
etc. (which may be applied for at any time), was what 
Congress really intended? 

The Act then takes care of certificates of registra¬ 
tion * force at the date at which the Act takes effect. 

It provides that they shall remain in force for e 
period for which they were issued and “ shall here- 
netoable on the same conditions and for the same penods 
as certificates issued under the provisions of this Act 
The “ conditions ” referred to are obvious y 
conditions for the renewal of “ certificates 
the provisions of this Act," which are specified in he 
preceding sentence of the section-the payment of the 
renewal fees, the request of the registrant, and the 
making of that request within the six months specified^ 
To contend that the statement in Section 12, tha 
certificates issued under former acts shall be renew 
able on the same conditions and for the same penods 
as certificates issued under the provisions of this Act 
is incomplete and incomprehensible unless some words 
are added or inserted, is, we submit, to seek difficul- 
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ties where none exists. “ A may be renewed on the 
same conditions as B.” Surely no more plain, simple 
and comprehensible expression could be found in the 
English language. As said by the learned Court below : 

“ To interpret that language as requiring for a 
reuewal of old certificates any other conditions 
than those which are imposed for renewals of cer¬ 
tificates issued under the Act is to reconstruct 
and not to construe the language of the Act on 
this point.” 

The Act thus plainly says that in order to obtain 
the renewal of a mark registered nnder the Act of 
1881, a request accompanied by the fee is all that is 
required. We submit that the words of the Act must 
be taken and enforced according to their plain, simple, 
literal meaning. The Supreme Court has repeatedly 
held that where the words of a statute are clear, as 
are those in this statute, the natural meaning must be 
given to the words even if inconvenience result. In 
St. Paul <fec. Railway Co. v. Phelps, 137 U. S., 528, the 
rule was expressed at p. 536: 

“ Where a statute, as in this case, is clear and 
free from all ambiguity, we think the letter of it 
is not to be disregarded in favor of a mere pre¬ 
sumption as to what is termed the policy of the 
government even though it may be the settled 
practice of a department.” 

See, also, Bate Refrigerator Co. v. Schultzberger, 
157 U. S., 1, where the patent statute was construed to 
mean what it said in spite of strong considerations 
urged for different construction. 

“ There is no safer or better canon of interpre¬ 
tation than that when the terms of a statute are 









plain and its meaning is clear, the 

must be presumed to hare meant what it ex ( 

i l thprp is no room for construction 
pressed and there is ^ 

(Weber v. Paul City Railroad Co., 
p. 144). 

Applyi.S this nJ.. i. », - •"»»“. T f*! 

“ certificates of registratiou may be renewe 
on payment of the renewal fees * °P 

quest ” within the designated six months. 

The only conditions are (1) the payment of the fee 
and (2) the request within the period prescribed 
When those conditions are complied with the renewal 
is accomplished as matter of right. 


I 


r * 
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(3) The meaning of Section 12 made cer¬ 
tain by other parts of the Act. 

In view of the importance of the question, it is de¬ 
sirable to consider Section 12 in connection with the 
other parts of the statute. For as Chief Justice 
Marshall said in United States v. Fisher, 2 Cranch, 
358, at page 386 : 

“ It is a well established principle in the expo¬ 
sition of statutes that every part is to be con¬ 
sidered together and the intention of the Legisla¬ 
ture extracted from the whole.” 

Such a consideration here leaves little room for dif¬ 
ference of opinion. 

Section 12 and Section 1. 

It is plain that unless Section 12 of the Act means 
exactly what it says, to wit, that a registrant who pays 
the required fee and makes his request is entitled to 
renew his registration without more, it is meaningless. 
If it simply means that a registrant at the end of 
twenty years may go through the original performance 
(with its examination of registerability, etc.) and ob¬ 
tain a new registration, it adds nothing whatever to 
Section 1 of the Act which provides that any owner of 
a trade-mark may do that at any time. 

In the present case the ruling of the Patent Office 
amounts to a veto or repeal of the provisions of Sec¬ 
tion 12, which gives the right to renewal on the con¬ 
ditions there set forth. But surely, we submit, no Court 
will give a section of a statute a construction—a con- 
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struction at least forced, at that-which will render it 
nugatory : 

•• It is the duty of the Court to give effect if 
possible, to every clause of a statute (Montclair 
v. Ramsdell, 107 U. S., 147, p. 152). 

Section 12 and Section 6. 

A"ain Section 6 of the Act specifically provides 
that°“ on the filing of an application for registration of 
a trade-mark * * * the Commissioner of Patents 

shall cause an examination thereof to be made. 
this is compared with Section 12 providing that cer- 
tificates of registration may be from time to time re * 

newed * * 4 on payment of the renewal fees 

npon request by the registrant * * * at any time 

not more than six months prior to the expiration of the 
period,” the legislative attempt would seem to be un- 

mistakably plain. • a- 

Congress knew how to provide for au examination 

by the Patent Office. Even if one should be disposed 
to impute to Congress some strange inability to say all 
it means, Section 6 demonstrates that at the time this 
Act was made law Congress knew at least just how to 
provide for an examination when it intended one to be 

There is no provision in Section 12 that requests for 
renewal shall be followed by examination. If Congress 
had meant a second examination of the rights on re¬ 
newal it would have said so, exactly as it said in con- 
nection with applications. 

We submit that the Act is perfectly plain and un¬ 
ambiguous in regard to renewals and that it should be 
given effect. In the present case, it seems to us, wit 



11 


£reat respect, that the carefully worded provisions of 
the Act of Congress has been in effect stricken from 
(the Act. 


Sections 12 and 14. 

Again, Section 14 of the Act provides separately a 
4ee “ on filing each original application for registration 
of a trade-mark ” and another fee “ on filing each ap¬ 
plication for renewal of the registration of a trade¬ 
mark.” Certainly Congress in enacting this statute 
thought that it was providing for separate things and 
not giving two names to the same thing. 


i 
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(4) The long established universal prae- 
tice in renewals. 

We hazard nothing in saying that id Poetically 
every country in the world where there is provision 
tor renewal, one may effect his renewal upon simply 
paying a fee. See, for example, the British Trade-mark 

Lt of 1905 (5 Edward VII., chapter 715) in this re¬ 
spect like its predecessor. Sections 29 and 30 pro¬ 
vide that the Registrar shall give not.ee to the app - 
cant when the time comes to renew and the renewa ls 
then accomplished by the applicant merely mailing 
fee, accompanied by a written request for renewal. 

(See Trade-mark form No. 13). 

The practice in other countries corresponds with 

that in England. In order to construe our statute as 
overturning universal practice, it should be accessary 
to find an unmistakable declaration. But the statute 
is worded so as to directly accord with the universal 

many foreign countries the practice concerning 
renewals is that the applicant pays the fee and has the 
renewal noted on the certificate. In extending patents 
under the United States Patent Act of 1836, Section 
18, it was also the practice to note the extension upon 
the certificate. This practice is obvious y m su 
stance that which is contemplated by Section 12, 
unless the section is to be treated as a nullity. 




13 


(5) The Policy embodied in Section 12. 

That the view taken in the Patent Cffice leads to un¬ 
desirable results is apparent. All the rules concerning 
trespass, possession, vested rights, judgments, and so 
on. are directed largely towards the end of avoiding 
disturbance of established things. In the case of 
trade-mark, it is self-evident that one who has sub¬ 
mitted his rights to examination and duly registered his 
mark and gone ahead investing his resources in pop¬ 
ularizing goods under it, occupies a very different 
position after twenty or thirty years from that oc¬ 
cupied by one seeking to place his mark on the 
register for the first time. This consideration is 
strongly emphasized by the provision in the statute 
relating to the so-called ten-year rule. Yet the result 
in this case completely wipes out the distinction recog¬ 
nized in the statute and places the person who has 
gone ahead on the strength of his registration for 
thirty years on exactly the same footing as the new¬ 
comer. Worse that that, it holds that the new-comer, 
the intervening registrant, has in some fashion secured 
a right to keep the original registrant from continuing 
his registration by renewal. 

We respectfully ask that the situation disclosed by 

this record be carefully noted. A trade-mark owner 

•/ 

in 1881 puts his mark on the register. There is no 
doubt or dispute concerning his exclusive right in the 
premises. The registration is granted and he continues 
to use the mark and to expend large sums in popular¬ 
izing it throughout the world. After thirty years of 
unquestioned enjoyment, when the period of renewal 
comes around, he asks that the registration be renewed 
in accordance with the statute. He is then told that 
it cannot be renewed, or that it cannot be renewed 
without injurious delay and expensive litigation, and 
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tbe reason assigned is that years after he had registered 
his mark the Patent Office allowed another mark first 
used after his registration, to be put upon the register. 

By interpolating into the statutory requirements for 
renewal of registration the requirement of examination, 
the Patent Office has thus given a most extraordinary 
effect to intervening registrations. By citing as refer¬ 
ences against complainant’s request for renewal trade¬ 
marks which were not registered until long subsequent 
to the original registration which complainant is seek¬ 
ing to renew, the Patent Office is reviewing a matter 
long settled by the Office itself. The marks now cited 
either conflict with the petitioner’s mark or they do 
not. They cannot possibly be free from any conflict 
when that lienefits one party, enabling him to obtain 
his registration, and then conflict when the first regis¬ 
trant, the complainant, seeks to renew. 

Since the Office allowed the registration of interven- 
ing marks without interference proceedings, it has de¬ 
cided that these marks do not interfere. The Office 
should not be now given an opportunity to reverse its 

decision between the same two marks. 

For the same tribunal thus to reverse its own deci¬ 
sion on a question involving such rights is a clear vio¬ 
lation of well-settled rules. The importance of the 
principle involved referred to by the Supreme Court 

in these words: 

>« Courts administer justice by fixed rules, which 
experience and wisdom have demonstrated are 
necessary in the investigation of truth. There 
will sometimes, in applying those rules to the 
various affairs of life, be cases of individual hard¬ 
ship • but this does not prove that the rules are 
unwise, or not the best that can be adopted for the 
purposes of judicial investigation. The right of 
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property, as every other valuable right, depends 
in a great measure for its security on the stability 
of judicial decisions ” (Peralta v. United States, 3 
Wall., 434, 439). 

Furthermore, the application of the rule is not de¬ 
feated by the fact that the first decision was not ex¬ 
press. The Supreme Court said, in Cliquot’s Cham¬ 
pagne, 3 Wall., 114, at page 144, in following a silent 
precedent: 

“ In none of these cases was the point here 
under consideration expressly made * * * fit] 
was assumed by the Court * * * This tacit 

recognition was equivalent to an express decla¬ 
ration.” 

The reversal of its decision in a case involving the 
same two marks is also a violation of the important 
and well established principles of law enunciated in 
the maxim interest rei publici ut sit finis litium and ex¬ 
emplified in the doctrine of res judicata. This doctrine 
is referred to by the Supreme Court in the following 
terms : 


“ The rule has found its way into every system 
of jurisprudence, not only from its obvious fitness 
and propriety, but because without it an end could 
never be put to litigation. It is, therefore, not 
confined, in England or in this country, to judg¬ 
ments of the same court, or to the decisions of 
courts of concurrent jurisdiction, but extends to 
matters litigated before competent tribunals in 
foreign countries. It applies to sentences of courts 
of admiralty, to ecclesiastical tribunals, and, in 
short, to every court which has proper cognizance 
of the subject matter, so far as they profess to de¬ 
cide the particular matter, in dispute ” (Hopkins 
t. Lee, 6 Wheaton, 109, pp. 113, 114). 
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Although the present ease is not within the ordin¬ 
ary rule of res adjudicate since the decision that the 
marks in question did not interfere was not made at a 
trial between the parties, the case is nevertheless 
within the principle, for had the Office at the time of 
the application for the intervening registrations de¬ 
cided that the marks interfered, registration would 

have been denied the intervening mark, because the 

earliest date claimed by the National Refining Co., the 
intervening registrant, was February 13th, 1890, subse¬ 
quent to appellant’s date of registration, and so the 
National Company could not have demanded an inter¬ 
ference proceeding. Thus the complainant would have 
remained secure in the possession of its mark without 
any litigation at all. 

Or if the intervening registrant had claimed a date 
earlier than the petitioner’s registration, the Office 
would have declared an interference at the time of the 
intervening registrant’s application and the complain¬ 
ant would then have had notice of it and an oppor¬ 
tunity to prove priority when proofs of early things were 
more easily available. But as the mark was simply 
registered without notice as one that did not interfere, 
the complainant has relied upon this silent decision of 
the Office that its mark is not in conflict with others, 
and in consequence, feeling secure in its right to its 
mark, has continued to invest money in popularizing 
goods bearing the mark throughout the world. It la 
manifestly unfair to it now, when it seeks to renew 
the registration of its mark, to reverse the ruling on 
which it has been relying and compel it to litigate at 
this late date the question of priority, which it would 
not have had to litigate at all had the Office decided 
that the marks interfered when the question was first 

before it. 



The general policy of the law as exemplified in such 
doctrines as those of stare decisis and res judicata and 
every consideration of justice and fairness towards 
registrants who have invested money in reliance upon 
old registrations should, we submit, lead the Court to 
avoid a construction which permits registrations having 
dates later than complainant’s original registration to 
be cited as references against it now. 


It will be observed that these well-established, 
broad considerations of policy to which we have re¬ 
ferred are particularly applicable in questions of trade¬ 
marks and the registration thereof. It is perfectly 
well settled that one cannot acquire any right what¬ 
ever in a mark being used by another for the same 
goods. This was flatly decided by Mr. Justice Brown 
many years ago in O’Rourke vs. Central City Soap Co. 
(26 Fed., 576), and has never been doubted (see Moore 
vs. Auwell, 178 Fed., 543, C. C. A.). 

Bearing in mind that registration is but the evidence 
of rights which exist independently of registration and 
that every ruling concerning registration should corre¬ 
spond exactly with settled doctrines of the common 
law in order to fulfill the purposes of the statute and 
make it of the practical benefit Congress intended, it is 
apparent that the same rule should be applied to suc¬ 
cessive registrations as has been established for suc¬ 
cessive uses at common law. Under the settled rule 
illustrated by the O’Rourke case, the rights (if such a 
conception is possible under the circumstances) of one 
adopting a mark in the face of a continuing use by an¬ 
other could not be considered as against any user of 
the mark and, a fortiori , any assertion of such 
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“ rights ” as against the original user would be re¬ 
garded by the law as preposterous. Equally, we su ^ 
mit , it is preposterous to say that the “ rights of the 
second user and registrant are such as to stand in e 
way of the continuance on the register of the regi - 

tration of the first user and registrant. 

If the statute is construed to give effect to the actna 
words of Section 12, there is no opportunity for re¬ 
examination upon a request for renewal nor for the 
extraordinary injustice of citing intervening registra¬ 
tions which, as this case shows, is likely to resu 


from sucb re-examination. 
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But the obvious injustice thus suggested is im¬ 
mensely aggravated by the considerations connected 
with the fact that American manufacturers do not con- 
tine their trade exclusively to the United States. In 
a large portion of the civilized world—practically all 
of it, with the exception of English speaking countries 
—registration is the only and conclusive title to a 
mark. (Admitted in Answer, par. 7.) If an American 
trade*mark owner has built up a large demand for a 
particular brand of goods—for example, Royal Baking 
Powder, Sapolio, White Rose Oil—in South America 
and has not a registration of the brand in effect there 
anyone may register the brand in those countries, stop 
the importation of the American goods under the 
brand, and completely appropriate that demand. And 
it is a matter of common knowledge that this not in¬ 
frequently occurs. 

In practically all such countries, as under our pres¬ 
ent statute, registration in the country of origin and 
the continuing in force of registration in the country 
of origin are conditions precedent to the foreign regis¬ 
tration and the continuing in force thereof. The 
American trade-mark owner must have his mark on 
the register in the United States in order to secure 
registration abroad and his foreign registration expire 
and become of no effect just as soon as his American 
registration ceases to be in force. (Admitted in An¬ 
swer, par. 7.) 

The Supreme Court of the United States has recog¬ 
nized these facts, and the consequent importance of 
the Trade-Mark Act in protecting American traders 
abroad : 

“ the act practically enables treaty stipulations to 

be carried out and affords the bases for judicial 



redress for infringement in foreign countries, 
where such redress cannot ordinarily be had with¬ 
out registration ” (179 U. S. 672). 

The result of the well-known facts set out above, 
and recognized by the Supreme Court in the passage 
quoted is apparent. It is obviously of the last im¬ 
portance that the American manufacturer may in some 
way continuously keep his American registration alive 
in order to protect his foreign trade. (Admitted in 
Answer, par. 15). The manufacturer usually and 
properly does not register his mark in a particular 
foreign country until he begins to ship goods to that 
country and build up the demand embodied in the 
mark there. He may and commouly does, for ex¬ 
ample, enter the markets of, say, Brazil, some years 
after the American registration is made and ouly a few 
years before the American certidcate requires renewal. 
His Brazilian registration (and consequently the whole 
expenditure and energy he has invested in creating a 
demand for his goods there) depend absolutely upon 
his ability to keep his mark continuously registered in 
this country. If there is a gap between the expiration 
of one American certificate and the issuance of another, 
his foreign registration ends and his foreign trade is 
donated to the unscrupulous foreigner. 

These facts and considerations were well known to 
Congress and its Committee when the present Trade- 
Mark Act was passed. The view of the Patent Office 
is necessarily that Congress deliberately intended to 
take from American manufacturers their hard-earned 
foreign trade and donate it to foreign commercial 
pirates. This is so because that view necessarily means 
that the American registration cannot be kept con¬ 
tinuously in force. The statute provided for original 
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registration by steps which contemplate and necessitate 
very considerable delay. The application is, after a 
considerable period, reached and examined and then 
references (oft-times requiring explanation or investi¬ 
gation) are cited or proof of title to some earlier reg¬ 
istration called for, and so on. Finally the application 
is passed by the Patent Office and (after a none too 
short period of mechanical preparation for printing) 
published in the Official Gazette. During thirty days 
anyone may file notice of opposition and, if notice 
of opposition is wrongly filed, the registration is de¬ 
layed for at least six months and usually longer. When 
the things connected with the advertising of the mark 
in the Official Gazette are completed, a period of some 
weeks elapses while the mechanical steps connected 
with the issuance of the certificate are being taken. 
All these steps contemplated by the statute in the case 
of new applications for registration mean delay, which 
absolutely precludes keeping alive foreign registrations 
if such steps must be resorted to to keep an American 
registration in effect. 

The statute says that the request to continue in 
force the American registration (which it calls “ re¬ 
newal ”) may be made at any time not more than six 
months prior to the expiration of the period for which 
the certificates of registration were issued or renewed.” 
It says, in effect, that a request filed one week before 
the original certificate expires is proper, but a request 
filed more than six months before the original certifi¬ 
cates expires caunot be considered. 

If the view taken by the Commission concerning 
renewal is right, it is, as recognized by his Honor 
below, impossible as a practical matter to keep an 
American registration continuously in force. Con- 
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sequently, it is impossible to keep foreign registra¬ 
tion in force. , , 

The suggestion in the Commissioner’s brief that 

a renewal, even if not granted until after the expira¬ 
tion of the term of the original registration, would 
date back to the end of that term and, in consequence, 
there could be no failure of foreign registration, will 
not bear analysis. Even though a subsequently 
granted renewal might be taken to be retroactive so 
as far as this country is concerned (though such a 
thing is nowhere suggested in the statute), it is ob¬ 
vious that at the time when the original registration 
expired in the United States the foreign registration 
would expire also and that the unscrupulous foreigners 
would then have an opportunity to register the mark 
in their own names prior to the time when the Amer¬ 
ican renewal was actually granted. No conceivable 
retroactive effect of the renewal in the United States 
would prevent piration of the foreign registration 
during the interval between the expiration of the ori¬ 
ginal United States registration and the actual time 


of granting the renewal. 

If the view taken by the Commissioner as to re¬ 
newal is right, the particular section dealing with re¬ 
newal (including as it does a provision that the at¬ 
tempt to renew cannot be made until the registration 
is about to expire) should properly be entitled : A 
section to encourage and make certain the larceny of 
the foreign trade of American manufacturers by foreign 
commercial pirates. 

We submit that it is impossible to conceive that 
Congress intended a result so obviously unjust, impoli¬ 
tic and revolutionary—particularly when in order to 
entertain that conception it is necessary to treat the 
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separate provision for renewal as a piece of legislative 
pleasantry adding nothing whatever to the Act and at 
the same time necessary to diregard the simple literal 
meauing of the words used, which declare as plainly as 
the language permits that the only preliminaries to re¬ 
newal are the payment of the fee and the indication on 
the part of the owner that he has not abandoned the 
mark but desires the certificate continued in force. 

“ Where great inconvenience will result from a 
particular construction, that construction is to be 
avoided ” (Marshall, C. J., in U. S. v. Fisher, 2 
Cranch, 358, p. 386). 

“ Where a particular construction will occasion 
great inconvenience or produce inequity or injus¬ 
tice, that view is to be avoided if another more 
reasonable interpretation is present in the statute. 
Bate Refrigerator Co. v. Schultzberger, 157 U. S. 
1, 37; Wilson v. Rousseau, 4 How. 546, 680; 
Bloomer v. McQuewen, 14 How. 539, 553 ; Blake 
v. The National Banks, 23 Wall. 307, 320; U. S. 
v. Kirby, 7 Wall. 482, 486 ” (White, J., in Knowl- 
ton v. Moore, 187 U. S. 41, 77). 

We submit that the construction of Section 12 
which allows the renewal of a registration made under 
the Act of 1881 upon mere payment of the fee and 
proof of title to the old registration is the only 
construction which accords with the purpose of the 
Trade-mark Act, with the literal and natural meaning 
of the words of Section 12 and with the universal 
practice of the civilized world. Any other construc¬ 
tion contorts the words used, renders several other 
expressions in the Act meaningless and Section 12 
nugatory, and works such unnecessary and gross in¬ 
justice to American traders that it is impossible to im¬ 
pute it to the American Congress. 
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The Commissioner’s reasons for departing 
from the plain and fair meaning of the statute are 

In the Commissioner’s brief on this appeal the rea¬ 
son urged against the construction of Section w ic 
was adopted below is that this construction enables 
the renewal of marks which are not registrable as new 
marks under the provisions of the present Act. In 
making this suggestion, the Commissioner overlooks 
altogether the policy of Congress to conserve veste 
rights acquired in trade-marks. An examina 10 
the present statute shows that Congress, in exacting 
U wLt out of its way to introduce an entirely new 
provision in our laws indicating unmistakably a policy 
opposed to that here advocated in the Commissioner s 
brief The next to the last proviso of Section 5 de¬ 
clares in substance that any mark which has 1 act “^ 
been used as trade-mark for ten years may be regis¬ 
tered even though the mark is of such a *««*«*-* 
it could not be registered as a new mark under the 
present Act. It is apparent that Congress thus went 
out of its way to avoid disturbing, and to further the 
protection of, established good-will embodied in 

mar ks 

If the legislative thought embodied in this ten-year 
proviso is considered in connection with the plain 
words of Section 12 as to renewal, the legislative 
tent seems unmistakably plain. It is as if Congress 
had said that the fundamental, immemorial policy of 
our law which avoids the impairment of vested ng 

or the unnecessary disturbance of possession shall be 
scrupulously followed in regard to trade-marks (where 
it is particularly applicable by reason of the inves - 
mente they embody) and to that end all marks, what- 
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ever their inherent character, which have been so used 
as in fact to embody an existing demand may be newly 
put on the register (Sec. 5) and all existiug registra¬ 
tions may be, of course, renewed (Sec. 12). 

The other reason which has been urged as a justifi¬ 
cation for departing from the plain meaning of Sec¬ 
tion 12 is found in an opinion filed by the Commis¬ 
sioner in the course of the Patent Office proceedings 
which have led up to this appeal. It is that under the 
construction of the statute which has been adopted by 
his Honor below it is possible to renew the registra¬ 
tion of marks which had been defeated in interference 
proceedings but still remain upon the register. This 
suggestion of the Commissioner is not in reality a 
criticism of the construction which gives to the Sec¬ 
tion 12 the simple, plain meaning of the words used. 
It is merely a criticism of the omission from the act of 
1881 of any provision for cancellation or getting marks 
which should not be there off the register. It has 
always been true that the registration of a party de¬ 
feated in an interference proceeding remains on the 
register. We do not suggest that that was not an un¬ 
fortunate omission from the act of 1881. Congress 
evidently thought so, and for that reason introduced 
the provision for cancellation in the new act. 

This new provision affords a complete remedy for 
the condition of which the Commissioner complains, 
since under Section 13 of the present Act it is possible 
to strike from the register marks registered under the 
old Act either before or after such marks have been re¬ 
newed (Stamapoulos v. Stephano Bros., 200 O. G. 1394). 
Since the removal from the register of old marks 
which are not entitled to remain there is now provided 
for, the lack of such a provision in the former statute 
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affords no possible reason for attempting^ com* 

tion of the old Act of 1881 by a complete cento 
tion and destruction of the plain provisions 
present Act as to the right of renewal. 

Here and throughout, the fundamental err 
(which it may be very respectfnlly auggested 
haps not an unnatural error in a mind ’ 

thlt of the Patent Office, during a long course 
years to thinking always of novelty and the granting 
of new rights without having for many years ha 

„«b u, ao with .be - import..,. ° 

existing rights) is in failing to appreciate that renewa 
is merely preventing the extinguishment of an ex. - 
in g thing and in no sense the addition of anything 

Tb. -b.l. P«. P o„ »<l .«*. £ 

a certificate is to continue or, more accura y, 

negative constructive abandonment. 

We submit that the Commissioner has given 

reasons which should overturn the clear words of the 

• . ;f the . vords 0 f the statute were not, as 

statute even if the words oi , 

they are, in accord with universal practice and eve y 
consideration of right and justice and incapable 

working injury to anyone. 

The decision appealed from should be affirmed. 

Respectfully submitted, 

Archibald Cox, 

William Wallace White,. 

r. W. Byerly, 

Counsel for Appell© 6 * 
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